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REMARKS 

The amendment to claims 80 to 89 and 92 involving "600°C" is 
supported in the specification on page 14, lines 9 to 14. 

I. 37 CFR 1.116 

As discussed hereinbelow claims were amended to reply to the 
35 use 112 rejections and to include suggestions made by the 
Examiner in the Final Rejection. 

Also as discussed hereinbelow, a DECLARATION UNDER 37 CFR 

I. 132 is being submitted concomitantly herewith. Such 
DECLARATION UNDER 37 CFR 1.132 is in reply to a position taken by 
the Examiner in the Final Rejection. 

In view of the above, entry of the claim amendments and 
consideration of the DECLARATION UNDER 37 CFR 1.132 are 
respectfully requested. 

II. 35 use 112 Rejection 

Claims 1, 2, 5 to 44 and 77 to 96 were rejected under 35 USC 
112, second paragraph, for the reasons set forth in Item No. 2 
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beginning at the top of page 3 and continuing to the bottom of 
page 4 in the Office Action. 

A. Claims 1, 6, 11, 14, 16, 17, 21, 22, 26, 31, 36, 41 and 
43 were rejected as being indefinite for the reasons stated in 
the third paragraph on page 3 of the Office Action. 

B. Claim 77 was rejected for being indefinite for the 
reasons indicated in the paragraph bridging pages 3 and 4 of the 
Office Action. 

C. Claims 80 to 92 were rejected for being indefinite for 
the reasons indicated in the first full paragraph on page 4 of 
the Office Action. 

Following the Examiner's suggestion, the rejected claims 
were amended to replace "is" with — has been — . 

D. Claims 8, 13, 18, 23, 28, 33, 38, 93 and 95 were 
rejected as being indefinite for the reasons stated at the 
penultimate paragraph on page 4 of the Office Action. 

The rejected claims were amended to change "formed of a cast 
alloy" to — formed from a cast alloy — (see the paragraph 
bridging pages 13 and 14 of the specification) . 
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Claims 9, 14, 19, 24, 29, 34, 39, 94 and 96 were rejected as 
being indefinite for the reasons indicated in the last paragraph 
on page 4 of the Office Action. 

The rejected claims were amended to change "formed of a 
worked alloy" to — formed from a worked alloy — (see page 14, 
lines 2 to 8 of the specification) . 

Alloys are classified into a cast alloy and a worked alloy 
(forged alloy) . A cast alloy is made by casting (pouring) a 
molten alloy into a mold of the net shape without any work. On 
the other hand, a worked alloy (forged alloy) is made by working 
a casting ingot of a simple shape to form a desired 
configuration. Generally, a worked alloy (forged alloy) has a 
higher mechanical strength than a cast alloy, because a 
multiplication of dislocations is produced in the working step. 

E. In view of the above, it is respectfully submitted that 
the present claims fully comply with all the requirements of 35 
use 112. Withdrawal of the rejections under 35 USC 112 is 
therefore respectfully requested. 
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II . Prior Art Rejections 

A. 35 use 102/103 Rejections 

1. Claims 1 to 77 were rejected as being anticipated 
or obvious over GB 2 116 208 to Hosoda et al. (Item No. 4 in the 
November 8, 2004 Office Action) . 

It was admitted in the Office Action that the claims and 
Hosoda et al. differ in that Hosoda et al. do not teach the 
hardness values and Young's modulus values recited in applicants* 
claims, nor the process steps recited in applicants' product by 
process claims. 

The gold alloys of applicants' claims 1 and 77 have a gold 
(Au) content of from 37.50 to 98.45 wt%, while the gold alloys of 
Hosoda et al. have a high purity gold (Au) content of not less 
than 99 wt%. Thus, the gold alloy of Hosoda et al. substantially 
differs from the gold alloy of applicants' claims 1 and 77 with 
respect to the gold purity. 

Further, Hosoda et al. are directed to a gold alloy wire for 
use in the bonding, which contains at least one rare earth 
element to have high tensile strength at either room temperature 
or high temperature, and therefore the gold alloy wire of Hosoda 
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may include one of sixteen rare earth elements, such as Gd. 

Contrary to Hosoda et al., the gold alloys of applicants' 
claims 1 and 77 include Gd as an essential element, and have been 
subjected to a solution heat treatment and an aging treatment, 
thus resulting in both an extremely high hardness of not less 
than 130 Hv and an extremely high Young's modulus of not less 
than 6,000 kg/mm^ which are not achieved by conventional gold 
alloys having a purity of this level. 

Accordingly, applicants* claims 1 and 77 are submitted to be 
novel and unobvious over Hosoda et al. 

2. Claims 41 to 44, 90 and 91 were rejected as being 
anticipated or obvious over USP 6,123,786 to Uchiyama et al. or 
USP 6,063,213 to Ogasa (Item No. 5 in the November 8, 2004 Office 
Action) . 

This rejection is moot in view of the above 
cancellation of claims 41 to 44, 90 and 91, 

B. 35 use 103 Rejections 

1 . Summary of the 35 USC 103 Rejections 

a. Claims 1, 2, 5, 77 to 80 and 92 were rejected as being 
obvious over Hosoda et al. (Item No. 6 of the November 8, 2004 
Office Action) . 
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b. Claims 1, 2, 5, 77 to 80 and 92 were rejected as being 
obvious over Ogasa (Item No. 7 of the November 8, 2004 Office 
Action) . 

c. Claims 1, 2, b, 16 to 20, 36 to 44, 77 to 80, 83, 84 and 
89 to 92 were rejected as being obvious over JP 8-31253 or JP 11- 
126788 (Item No. 8 of the November 8, 2004 Office Action). 

d. Claims 1, 2, 5 to 10, 26 to 30, 41 to 44, 87, 90 and 91 
were rejected as being obvious over USP 5,518,691 to Muragishi et 
al. (Item No. 9 of the November 8, 2004 Office Action). 

e. Claims 11 to 15, 21 to 25 36 to 40, 82, 85, 86 and 89 
were rejected as being obvious over JP 2000-034529 (Item No. 10 
of the November 8, 2004 Office Action). 

f. Claims 6 to 10, 26 to 30, 81 and 87 were rejected as 
being obvious over JP 63-020426 (Item No. 11 of the November 8, 
2004 Office Action) . 

g. Claims 31 to 35 and 88 were rejected under 35 USC 103 as 
being obvious over Chemical Abstracts . 124:63442 (1994) (Item No. 
12 of the November 8, 2004 Office Action) . 
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2. Rebuttal of the 35 USC 103 Rejections 
It was admitted in the fifth paragraph on pag^ 11 of the 
November 8, 2004 Office Action that with respect of all the 
rejections under 35 USC 103, the claims and references differ in 
that the references do not teach the exact same alloy 
proportions, process steps or hardness values and Young's modulus 
values recited in applicants' claims. 

With respect to the last full sentence on page 13 of the 
November 8, 2004 Office Action, the claims have been amended such 
that claims 6, 7, 10 to 12, 15 to 17, 20 to 22, 25 to 27, 30 to 
32, 35 to 37, 40 and 81 to 88 include the hardness and Young's 
modulus of the alloy, as recited in other claims, 

The following was stated in Item" No. 13 on page 13 of the 
November 8, 2004 Office Action: 

"Applicants' argue that the references 
do not teach solution heat-treating and aging 
the disclosed alloys and therefore the alloys 
of the references do not achieve the high 
hardness and high Young's modulus of the 
applicants' claimed alloys." 
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In reply to the above quoted position in the Office Action, 
submitted concomitantly herewith is a DECLARATION UNDER 37 CFR 
1.132 of Kazuo OGASA dated January 11, 2005. Attached to the 
January 11, 2005 OGASA DECLARATION and reproduced hereinbelow is 
Table A. 



Table A 



No. 


Alloy 


Working 
Rate 
(%> 


Vlckers 
Hardness 
(HV) 


Breaking 
Strength 

(kg/mm*) 


Young's 
Modulus 

(kg/mm*) 


Corrosion 
Resistance 


Color 
Tone 


Vickers Hardness (Hv) 
in case where alloys have not 
been subjected to Solution 
Heat Treatment and Aging 
Treatment 


24 


Bxample 11 


0 


153 


79 


7500 


Good 


Good 


115 


25 


11 


50 


190 


87 


8800 


Good 


Good 


148 


26 


11 


90 


230 


89 


9500 


Good 


Good 


178 


27 


12 


0 


170 


92 


8100 


Good 


Good 


137 


28 


12 


50 


210 


110 


9000 


Good 


Good 


163 


29 


12 


90 


245 


115 


9400 


Good 


Good 


182 


30 


13 


0 


160 


90 


8500 


Good 


Good 


12S 


31 


13 


50 


205 


115 


9500 


Good 


Good 


167 


32 


13 


90 


250 


120 


10600 


Good 


Good 


186 


33 


14 


90 


195 


67 


18000 


Good 


Good 


1st 


34 


15 


0 


125 


41 


18000 


Good 


Good 


90 


35 


15 


50 


172 


64 


19200 


Good 


Good 


131 


36 


15 


90 


198 


71 


19300 


Good 


Good 


159 


37 


16 


90 


203 


78 


21000 


Good 


Good 


181 


38 


17 


90 


166 


61 


12000 


Good 


Good 


124 


39 


18 


90 


156 


56 


9600 


Good 


Good 


123 


40 


19 


90 


215 


04 


10200 


Good 


Good 


178 


41 


20 


90 


180 


70 


18200 


Good 


Good 


142 


42 


21 


90 


170 


72 


9700 


Good 


Good 


130 
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Table A includes data of Nos. 24 to 42 in Table 4 of the 
present specification, compared with data of alloys which were 
made under exactly the same conditions as Nos. 24 to 42, but 
which were not subjected to the solution heat treatment and the 
aging treatment, 

As evidenced by the data of Table A, the hardness of the 
alloys which contain gadolinium Gd and have been subjected to the 
solution heat treatment and the aging treatment increase 
dramatically when compared to that of the alloys which contain 
Gd/- but have not been subjected to the solution heat treatment 
and the aging treatment. 

It is therefore respectfully submitted that applicants* 
presently claimed invention is not anticipated and is not 
rendered obvious over the references. 

Withdrawal of all the prior art rejections is therefore 
respectfully requested. 

Reconsideration is requested. Allowance is solicited. 




If the Examiner has any comments, questions, objections or 



recommendations, the Examiner is invited to telephone the 
undersigned at the telephone number given below for prompt 
action. 

Respectfully submitted, 

Frishauf, Holtz, Goodman 
& Chick, P.C. 

767 Third Ave., 25th Floor 
New York, NY 10017-2023 

Tel. Nos. (212) 319-4900 Richard S. Barth 

(212) 319-4551/Ext . 219 Reg. No. 28,180 

Fax No. : (212) 319-5101 
E-Mail Address: BARTH (aFHGC- LAW. COM 
RSB/ddf 



Enc.: DECLARATION UNDER 37 CFR 1.132 of Kazuo OGASA 
dated January 11, 2005 
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